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Why Seek Federal Registration for Trademarks?

Source: USPTO

Legal presumption of ownership 
and right to use the mark

Legal right to enforce the mark 
through legal action in federal 
court

Provides public notice because 
mark is listed in the USPTO 
database

Rights are granted throughout 
the United States and its 
territories

Means of preventing importation 
of infringing products through 
recordation with U.S. Customs 
and Border Protection

Serves as a basis for foreign filing 
in treaty member countries



Important things to keep 
in mind

The trademark application process is a legal proceeding governed by 
U.S. law

If you are an applicant domiciled in the United States, you are not 
required to have a U.S.-licensed attorney represent you, but we 
strongly encourage you to hire one who specializes in trademark 
law to guide you through the application process.

Your application must meet many legal requirements before your 
trademark can be registered 

Is your trademark federally registrable? Can you properly identify 
your goods or services? Can you identify the proper filing basis for 
your application?

(USPTO, https://www.uspto.gov/trademarks/basics)
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Trademark examples
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Word mark vs. design mark

One contains design elements, the other is just a word. Often a company will trademark both
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Likelihood of confusion

• A concept that is used to determine whether a trademark interferes 
with another trademark. Two main tests:
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Similarity of Marks

To determine whether a likelihood of confusion exists, the 

marks are first examined for their similarities and 

differences.  Note that in order to find a likelihood of 
confusion, the marks do not have to be identical.  When 
marks sound alike when spoken, are visually similar, and/or 
create the same general commercial impression in the 
consuming public’s mind, the marks may be considered 
confusingly similar. Similarity in sound, appearance, and/or 

meaning may be sufficient to support a finding of likelihood 

of confusion, depending on the relatedness of the goods 
and/or services.

Relatedness of Goods and/or Services

Even if two marks are found to be confusingly similar, a likelihood of 
confusion will exist only if the goods and/or services upon which or in 
conjunction with the marks are used are, in fact, related. Whether the 

goods and/or services are related is determined by considering the 

commercial relationship between the goods and/or services identified 

in the application with those identified in the registration or earlier-filed 
application.  To find relatedness between goods and/or services, the goods 
and/or services do not have to be identical.  It is sufficient that they are 
related in such a manner that consumers are likely to assume (mistakenly) 
that they come from a common source. The issue is not whether the 

actual goods and/or services are likely to be confused but, rather, 

whether a likelihood of confusion would exist as to the source of the 
goods and/or services.

http://tmsearch.uspto.gov/webaka/html/Likelihood/Likelihood_of_Confusion.html

http://tmsearch.uspto.gov/webaka/html/Likelihood/Likelihood_of_Confusion.html


Deceptive marks, foreign cases
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https://www.hongdaservice.com/blo
g/major-brands-still-losing-battles-
for-china-trademarks

http://seattletrademarklawye
r.com/blog/2007/1/12/its-
final-starbucks-loses-south-
korean-starpreya-
infringemen.html





Trademark Search syntax primer

https://www.uspto.gov/sites/default/files/documents/TM-

https://www.uspto.gov/sites/default/files/documents/TM-
FederalTrademarkSearching-FieldTags-handout.pdf

Example string: CM:SunWave AND CC:009 AND mob*

https://www.uspto.gov/sites/default/files/documents/TM-FederalTrademarkSearching-FieldTags-handout.pdf
https://www.uspto.gov/sites/default/files/documents/TM-FederalTrademarkSearching-FieldTags-handout.pdf






Searching for designs
https://tmdesigncodes.uspto.gov/

https://tmdesigncodes.uspto.gov/
https://tmdesigncodes.uspto.gov/


Inspecting a registration
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Native American Tribal 
Insignia Registration
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Questions and discussion
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